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DETAILED ACTION 

1. After Notice of Appeal filed January 25, 2007, prosecution is hereby reopened. 

Response to Arguments 

2. Applicant's arguments, see pages 1 through 5, filed January 25, 2007, with 
respect to the rejection(s) of claims 1 and 3 through 11 under 35 USC 103(a) have been 
fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Tang et al. (US 2003/0026957) 

Claim Rejections - 35 USC § 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1, 3, 8, and 11 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claims 1 and 11, the phrase "or the like" renders the claim(s) indefinite 
because the claim(s) include(s) elements not actually disclosed (those encompassed by 
"or the like"), thereby rendering the scope of the claim(s) unascertainable. See MPEP 
§ 2173.05(d). 

Regarding claim 3, the term "many" is a relative term which renders the claim 
indefinite. The term "many" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. 



Application/Control Number: 10/717,538 Page 3 

Art Unit: 1734 

Regarding claim 8, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP § 2173.05(d). 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 1, 4, 7, 9, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tang et al. (US 2003/0026957) in view of Nishi (US 6,451,143). 

With respect to claims 1, 7, and 9, Tang et al. teach decorating a plastic substrate 
with a porous, image-receiving layer comprising a film-forming polymeric binder to 
bind inorganic pigments to be used as matting agents, such as silica (abstract; 
paragraphs 0002, 0019, 0024, and 0037). The image-receiving layer is backed by a 
releasable sheet to form an image transfer layer (paragraphs 0025 and 0028). First, a 
mirror image of a desired image or character is printed on the image-receiving layer by 
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an imaging device, such as an inkjet printer (paragraph 0036). The image transfer layer 
is laminated onto a substrate, and the releasable sheet is peeled resulting in an imaged 
substrate, (paragraphs 0041 and 0042) 

Tang et al. teach providing a barrier layer to act as a protective layer over the 
imaged layer after transfer (paragraph 0030), but do not teach curing a transparent 
resin layer over an imaged layer. Nishi teaches placing a transparent UV reactive 
hardening resin (7) after graphic printing (9) on the back of the resin key top, then 
irradiating the key top under UV rays (column 3, lines 17-19; column 5, lines 21-28; 
Figure 2). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to cure a transparent resin to form a transparent resin layer over 
the colored layer. One would have been motivated to do so to provide protection for the 
indicator layer and increase durability for the substrate. 

With respect to claim 4, Tang et al. do not teach curing a transparent resin liquid 
with an active energy ray after deposition onto the colorant layer. Nishi teaches placing 
a transparent UV reactive hardening resin with the imaged layer on the back of the resin 
key top, then irradiating the key top under UV rays (column 3, lines 17-19; column 5, 
lines 21-28; Figure 2). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to cure a transparent resin liquid with an active energy ray after 
deposition onto the colorant layer. One would have been motivated to do so to choose a 
more economical drying process. 
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With respect to claim 7, Hayashizaki teaches transferring the colored layer (4) 
onto the back surface of the resin object (6) formed of a transparent resin, (paragraphs 
0026 and 0034; Figure 2) 

With respect to claim io 5 Tang et al. in view of Nishi teach applying graphics to a 
key top main body (abstract; Figure 2). 

5. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tang et al. 
in view of Nishi as applied to claim 4 and further in view of Fritz et al. (US 4,082,635) 

The teachings of claim 4 are as described above. 

Although Nishi teaches placing an UV reactive hardening resin with the imaged 
layer on the back of the resin key top, then irradiating the key top under UV rays 
(column 3, lines 17-19; column 5, lines 21-28; Figure 2), the combined teachings of Tang 
et al. and Nishi do not teach leaving the transparent resin for a predetermined time 
period determined according to a viscosity of the transparent resin liquid. Fritz et al. 
teaches dependence of curing times on the viscosity of a UV-light curable adhesive 
composition, (column 1, lines 60-63). 

It would obvious to one having ordinary skill in the art at the time the invention 
was made to have knowledge of the viscosity of the transparent resin and determine a 
curing time. One would have been motivated to do so for easier processing and 
producing a cured material that is not brittle. 

6. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tang et al. 
in view of Nishi as applied to claim 1 and further in view of Ingaki et al. (US 4,937,118) 

The teachings of claim 1 are as described above. 
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Although Nishi teaches placing a transparent UV reactive hardening resin with 
the imaged layer on the back of the resin key top, then irradiating the key top under UV 
rays (column 3, lines 17-19; column 5, lines 21-28; Figure 2), the combined teachings of 
Tang et al. and Nishi do not teach the resin having a certain viscosity or curing it for a 
certain period of time. Looking at the applicant's definition in the specification, the 
transparent resin is an active energy ray curing type resin (page 8, paragraph 0019). 
Ingaki et al. teaches curing an active energy ray-curable compound under UV light for 15 
minutes at 2610 cps (2.61 pascal seconds), (column 18, lines 29-31) 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention was made to use a resin having a viscosity limits and curing time limits. 
One would have been motivated to do so in the effort to save time and improve 
production in the manufacture of key tops. 

3. Claim 3 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tang et al. in view of Nishi as applied to claim 1 above, and further in view of Shimuzu et 
al. (US 6,196,738) 

The teachings of claim 1 are as described above. 

With respect to claim 3, Tang et al. in view of Nishi do not specifically teach 
having an image-receiving layer with many longitudinal pores. However, Shimuzu et al. 
teach an on-demand printed layer (4) that is provided with a punched or perforated 
character (column 14, lines 60-67; Figure 2B). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have an image-receiving layer perforated with many pores as 
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Shimuzu et al. taught and one would have been motivated to do so if desired to 
illuminate only an image or character by back lighting. 

With respect to claim 8, Tang et al. in view of Nishi do not specifically teach 
forming another colored layer for complementing an image on an image-receiving layer. 
Shimuzu et al. teach providing a silver-colored layer (6) on the rear of an on-demand 
printed layer (4) (abstract; Figure 2B). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to form another colored layer for complementing an image on an 
image-receiving layer as Shimuzu et al. taught and one would have been motivated to do 
so to have a light-blocking layer to eliminate deterioration in the image's or character's 
visibility in the key top (column 5, lines 45-55). 

Allowable Subject Matter 

4. Claim 11 is allowed. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sonya Mazumdar whose telephone number is (571) 272- 
6019. The examiner can normally be reached on 8AM-4:3oPM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Fiorilla can be reached on (571) 272-1187. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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